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(e) Service. (1) Electronic or other mode.
Service may be made electronically
upon agreement of the parties. Other-
wise, service may be by Priority Mail
Express® or by means at least as fast
and reliable as Priority Mail Express®.

(2) Simultaneous with filing. Each doc-
ument filed with the Board, if not pre-
viously served, must be served simulta-
neously on each opposing party.

(3) Counsel of record. If a party is rep-
resented by counsel of record in the
proceeding, service must be on counsel.

(4) Certificate of service. (i) Each docu-
ment, other than an exhibit, must in-
clude a certificate of service at the end
of that document. Any exhibit filed
with the document may be included in
the certification for the document.

(ii) For an exhibit filed separately, a
transmittal letter incorporating the
certificate of service must be filed. If
more than one exhibit is filed at one
time, a single letter should be used for
all of the exhibits filed together. The
letter must state the name and exhibit
number for every exhibit filed with the
letter.

(iii) The certificate of service must
state:

(A) The date and manner of service;
and

(B) The name and address of every
person served.

[77 FR 48669, Aug. 14, 2012, as amended at 79
FR 63043, Oct. 22, 2014; 80 FR 28565, May 19,
2015]

§42.7 Management of the record.

(a) The Board may expunge any paper
directed to a proceeding or filed while
an application or patent is under the
jurisdiction of the Board that is not
authorized under this part or in a
Board order or that is filed contrary to
a Board order.

(b) The Board may vacate or hold in
abeyance any non-Board action di-
rected to a proceeding while an appli-
cation or patent is under the jurisdic-
tion of the Board unless the action was
authorized by the Board.

§42.8 Mandatory notices.

(a) BEach notice listed in paragraph
(b) of this section must be filed with
the Board:

(1) By the petitioner, as part of the
petition;

§42.10

(2) By the patent owner, or applicant
in the case of derivation, within 21
days of service of the petition; or

(3) By either party, within 21 days of
a change of the information listed in
paragraph (b) of this section stated in
an earlier paper.

(b) Each of the following notices
must be filed:

(1) Real party-in-interest. Identify each
real party-in-interest for the party.

(2) Related matters. Identify any other
judicial or administrative matter that
would affect, or be affected by, a deci-
sion in the proceeding.

(3) Lead and back-up counsel. If the
party is represented by counsel, then
counsel must be identified.

(4) Service information. Identify (if ap-
plicable):

(i) An electronic mail address;

(ii) A postal mailing address;

(iii) A hand-delivery address, if dif-
ferent than the postal mailing address;

(iv) A telephone number; and

(v) A facsimile number.

§42.9 Action by patent owner.

(a) Entire interest. An owner of the en-
tire interest in an involved application
or patent may act to the exclusion of
the inventor (see §3.71 of this title).

(b) Part interest. An owner of a part
interest in the subject patent may
move to act to the exclusion of an in-
ventor or a co-owner. The motion must
show the inability or refusal of an in-
ventor or co-owner to prosecute the
proceeding or other cause why it is in
the interests of justice to permit the
owner of a part interest to act in the
trial. In granting the motion, the
Board may set conditions on the ac-
tions of the parties.

§42.10 Counsel.

(a) If a party is represented by coun-
sel, the party must designate a lead
counsel and at least one back-up coun-
sel who can conduct business on behalf
of the lead counsel.

(b) A power of attorney must be filed
with the designation of counsel, except
the patent owner should not file an ad-
ditional power of attorney if the des-
ignated counsel is already counsel of
record in the subject patent or applica-
tion.
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§42.11

(c) The Board may recognize counsel
pro hac vice during a proceeding upon a
showing of good cause, subject to the
condition that lead counsel be a reg-
istered practitioner and to any other
conditions as the Board may impose.
For example, where the lead counsel is
a registered practitioner, a motion to
appear pro hac vice by counsel who is
not a registered practitioner may be
granted upon showing that counsel is
an experienced litigating attorney and
has an established familiarity with the
subject matter at issue in the pro-
ceeding.

(d) A panel of the Board may dis-
qualify counsel for cause after notice
and opportunity for hearing. A decision
to disqualify is not final for the pur-
poses of judicial review until certified
by the Chief Administrative Patent
Judge.

(e) Counsel may not withdraw from a
proceeding before the Board unless the
Board authorizes such withdrawal.

[77 FR 48669, Aug. 14, 2012, as amended at 80
FR 28565, May 19, 2015]

§42.11 Duty of candor.

Parties and individuals involved in
the proceeding have a duty of candor
and good faith to the Office during the
course of a proceeding.

§42.12 Sanctions.

(a) The Board may impose a sanction
against a party for misconduct, includ-
ing:

(1) Failure to comply with an appli-
cable rule or order in the proceeding;

(2) Advancing a misleading or frivo-
lous argument or request for relief;

(3) Misrepresentation of a fact;

(4) Engaging in dilatory tactics;

(5) Abuse of discovery;

(6) Abuse of process; or

(7) Any other improper use of the
proceeding, including actions that har-
ass or cause unnecessary delay or an
unnecessary increase in the cost of the
proceeding.

(b) Sanctions include entry of one or
more of the following:

(1) An order holding facts to have
been established in the proceeding;

(2) An order expunging or precluding
a party from filing a paper;
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(3) An order precluding a party from
presenting or contesting a particular
issue;

(4) An order precluding a party from
requesting, obtaining, or opposing dis-
covery;

(5) An order excluding evidence;

(6) An order providing for compen-
satory expenses, including attorney
fees;

(7) An order requiring terminal dis-
claimer of patent term; or

(8) Judgment in the trial or dismissal
of the petition.

§42.13 Citation of authority.

(a) For any United States Supreme
Court decision, citation to the United
States Reports is preferred.

(b) For any decision other than a
United States Supreme Court decision,
citation to the West Reporter System
is preferred.

(c) Citations to authority must in-
clude pinpoint citations whenever a
specific holding or portion of an au-
thority is invoked.

(d) Non-binding authority should be
used sparingly. If the authority is not
an authority of the Office and is not re-
produced in the United States Reports
or the West Reporter System, a copy of
the authority should be provided.

§42.14 Public availability.

The record of a proceeding, including
documents and things, shall be made
available to the public, except as oth-
erwise ordered. A party intending a
document or thing to be sealed shall
file a motion to seal concurrent with
the filing of the document or thing to
be sealed. The document or thing shall
be provisionally sealed on receipt of
the motion and remain so pending the
outcome of the decision on the motion.

FEES

§42.15 Fees.

(a) On filing a petition for inter partes
review of a patent, payment of the fol-
lowing fees are due:

(1) Inter Partes Review request fee:
$9,000.00.

(2) Inter Partes Review Post-Institu-
tion fee: $14,000.00.

(3) In addition to the Inter Partes Re-
view request fee, for requesting review
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